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REQUIREMENT FOR UNITY OF INVENTION 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1.499, applicant is required, in response to this 
action, to elect a single invention to which the claims must be restricted. 

I. Claims 13-27 (all in part) , drawn to a method for treatment or prevention of 
osteoarthritis in a subject, comprising administering to the subject a therapeutically 
effective amount of a medicament comprising a D-proline of the Formula l-A. 

II. Claims 13-27 (all in part) , drawn to a method for treatment or prevention of 
osteoarthritis in a subject, comprising administering to the subject a therapeutically 
effective amount of a medicament comprising a D-proline of the Formula l-B. 

2. The groups of inventions listed above do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

Groups I and II lack unity of invention because even though the inventions of 
these groups require the technical feature of treating osteoarthritis in a subject 
comprising administering to the subject a therapeutically effective amount of a 
medicament comprising an agent capable of inhibiting SAP ligand binding activity, 
this technical feature is not a special technical feature as it does not make a con- 



Application/Control Number: 10/559,814 Page 3 

Art Unit: 1646 

tribution over the prior art in view of Askarov et al. (Database Biosis Online, 
Biosciences Information Service 67 (3): 190-192, 1986) or Brion et al (Osteoarthritis, 
Oxford Textbook of Medicine, 4 th Ed., Vol. 3 (Warrell et al. eds.), Oxford University 
Press, Oxford, pp. 62-68). Askarov et al. teach treatment of osteoarthritis deformans 
with heparin, whereas Brion et al. teach treating osteoarthritis with chondroitin 
sulphate (page 67, bottom of left column). Both heparin and chondroitin sulphate are 
know to bind to SAP (Biochimica et Biophysica Acta 1339:73-78, 1997; especially 
Figure 1). Thus, the shared technical feature lacks novelty in the view of the cited 
references. 

Accordingly, Groups l-ll are not so linked by the same or a corresponding 
special technical feature as to form a single general inventive concept. Thus, unity of 
invention is lacking and restriction is appropriate. 

Species Election 

3. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not 
so linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species of are as follows: various D-prolines of formula l-A or l-B as listed 
in claims 25 and 26. 

Applicant is required, in reply to this action, to elect a single species (a single 
D-proline derivative) to which the claims shall be restricted if no generic claim is 
finally held to be allowable. The reply must also identify the claims readable on the 
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elected species, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered non-responsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to 
consideration of claims to additional species which are written in dependent form or 
otherwise require all the limitations of an allowed generic claim. 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: the species lack 
unity of invention because even though the species share the technical feature as 
being a D-proline derivative, this technical feature is not a special technical feature as 
it does not make a contribution over the prior art in view of EP 0915088 A1 (1999), 
which teaches the same D-proline derivatives of formula IA and IB (page 3). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48 (b) if 
one or more of the currently named inventors is no longer an inventor of at least one 
claim remaining in the application. Any amendment of inventorship must be 
accompanied by a petition under 37 CFR 1.48 (b) and by the fee required under 37 
CFR 1.17 (I). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ruixiang Li whose telephone number is (571) 272-0875. 
The examiner can normally be reached on Monday through Friday from 8:30 am to 5:00 
pm. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Nickol, can be reached on (571) 272-0835. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, please contact the Electronic 
Business Center (EBC) at the toll-free phone number 866-217-9197. 

/Ruixiang Li/ 

Primary Examiner, Art Unit 1646 

Ruixiang Li, Ph.D. 
October 24, 2008 



